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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  86230383
 
MARK: U
 

 
        

*86230383*
CORRESPONDENT ADDRESS:
       MICHAEL E HALL
       KACVINSKY DAISAK BLUNI PLLC
       3120 PRINCETON PIKE SUITE 303
       LAWRENCEVILLE, NJ 08648
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE
 

APPLICANT: Unistrut International Corporation
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       1532TUN04168
CORRESPONDENT E-MAIL ADDRESS: 
       mhall@kdbfirm.com

 

 
 

OFFICE ACTION
 
ISSUE/MAILING DATE: 4/5/2016
 
 
THIS IS A FINAL ACTION.
 
This action is in response to the voluntary amendments filed by applicant on March 7 and 23, 2016.
 

Procedural History
 
Application and Appeal:  This application was filed on March 27, 2014.  The first office action issued on June 18, 2014 and included a
requirement for clarification of the identification and classification of  the goods.  The trademark examining attorney issued a final Office action
requiring an acceptable identification and classification of goods on January 10, 2015.  On July 20, 2015, applicant responded by filing a notice
of appeal to the Trademark Trial and Appeal Board (Board) and a request for reconsideration that contained only a single proposed change, the
deletion of the wording “and supports” from “electrical and electronic installation products and accessory components, namely, fittings and
supports for fluorescent lighting fixtures” in International Class 11.   The request for reconsideration was denied on August 7, 2015.  Applicant’s
brief was filed on October 6, 2015 and the examining attorney’s brief was filed on December 4, 2015.  
 
Remand:  Applicant requested remand on December 30, 2015.  On January 4, 2016 the Board suspended the appeal and remanded the
application to the trademark examining attorney for consideration of the request.  On February 17, 2016 the examining attorney emailed
applicant comments on the proposed amended identification of goods in the request for remand.  The comments included chart detailing the
reasons that certain wording was unacceptable and included examples of acceptable amendments.  Applicant responded via email on February
26, 2016 with proposed amendments.  On February 29, 2016 the examining attorney again provided applicant with a chart with detailed
comments on the proposed amendments, examples of acceptable amendments, and supporting evidence from the online U.S. Acceptable
Identification of Goods and Services Manual (http://tess2.uspto.gov/netahtml/tidm.html) (“ID Manual”).  
 
Applicant filed a voluntary amendment on March 7, 2016 incorporating much of the proposed wording that was discussed in the previous email
correspondence.  On March 23, 2016 the examining attorney again emailed applicant regarding the only outstanding wording, “Non-metal
structural building and framing products sold as a system, primarily comprised of non-metal brackets for building, non-metal tubing ends for
tubing members, non-metal closure strips for channel members, non-metal ducts, and non-metal door jambs” in International Class 19.   The
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email included an explanation of why the proposed amendment was not acceptable and another example of an acceptable amendment that
attempted to address applicant’s evidence regarding the goods.   Applicant filed another voluntary amendment on March 28, 2016 with
arguments in support of its proposed amendment. 
 
The March 7 and 23, 2016 amendments present new evidence that must be addressed.  See TBMP §1204; TMEP §715.04(b).  Therefore, this
new final Office action is being issued to address such new evidence and supersedes the previously-issued final Office action. 
 

Clarification of Identification of Goods Required
 
The identification requirement is maintained and continues to be final as to the wording “ Non-metal structural building and framing products
sold as a system, primarily comprised of…non-metal tubing ends for tubing members, non-metal closure strips for channel members” in “Non-
metal structural building and framing products sold as a system, primarily comprised of non-metal brackets for building, non-metal tubing ends
for tubing members, non-metal closure strips for channel members, non-metal ducts, and non-metal door jambs” in International Class 19 .  See
TBMP §1204; TMEP §§713.02, 715.04(b).  This wording must be clarified because it is too broad and could include goods in other international
classes.  See TMEP §§1402.01, 1402.03.  As applicant has been advised in each office action and the numerous emails, this wording could
include goods in other classes such as caps in International Class 20 and bands in International Class 22.  See ID Manual entries for caps and
bands attached to the February 29, 2016 outgoing email. 
 
Non-metal tubing ends for tubing members:   This wording must be clarified because it is too broad and could include goods in other
international classes.  See TMEP §§1402.01, 1402.03.  As applicant has been advised in each office action and the numerous emails, this
wording could include goods in other classes such as caps in International Class 20.  See outgoing emails from February 17, February 29, and
March 23, 2016 and ID Manual entries attached to the February 29, 2016 outgoing email.  See also attached entries from the ID Manual showing
that fittings for non-metal flexible pipes and tubes are in International Class 17 and non-metal fittings for rigid pipes are in International Class
20. 
 
Applicant argues this wording is acceptable because the wording “tubing ends” appears in the ID Manual of “metal caps for {indicate use, e.g.,
tubing ends}” in International Class 6.   This entry is distinguishable from applicant’s proposed wording.   The goods in the ID Manual entry are
“metal caps” for a specific use, and “tubing ends” is an example of an acceptable specification of the use of the caps, not as goods themselves.  
Applicant’s wording is not so specific; in contrast it only specifies the goods are “ends” for “tubing members.”  
 
Applicant also argues that “tubing ends” is common commercial name for the goods, however applicant has not provided any evidence of this.  
Review of the evidence submitted in the March 28, 2016 action in support of this statement shows exactly the opposite – that tubing ends include
a  wide variety of goods for use in a number of different fields.  Applicant’s evidence shows tubing ends of metal, plastic and other materials,
and as parts for vehicles, shelves, fluid processing, irrigation hoses, and medical tubing: 
 

Bryke Racing:  threaded tubing ends, see attached from http://www.bryke.com/300-358/Threaded+Tubing+End.html showing the goods
are for vehicle suspensions

C.R. Laurence Co.:  stainless tubing end for a “tray slide shelf,” see attached from http://www.crlaurence.com showing these goods are for
shelf brackets

Keyser:  the attached from http://www.keysermanufacturing.com/ shows these goods are racing parts

Lamb:  the attached from http://www.lambcomponents.com/ shows the goods are auto parts

AdvantaPure:  applicant’s evidence describes the goods as “for single-use applications such as sampling or storage” and the attached from
http://www.advantapure.com/advantaflex.htm shows the goods are for “biopharmaceutical tubing for fluid processing.”

Bluetorch:  applicant’s evidence shows these goods are for vehicle roll cages

The Drip Store:  applicant’s evidence shows these goods are for irrigation hose ends

Rehab Mart:  applicant’s evidence shows flexible tubing for oxygen, the full version of this page
(http://www.rehabmart.com/product/corrugated-aerosol-oxygen-tubing-36863.html) attached to this action shows the goods referenced are
not tubing ends, but rather that the flexible tubing has “easy-fit tubing ends,” and additional evidence from this site
(http://www.rehabmart.com/index-dme.asp) shows that the goods are medical products.

 
Applicant’s evidence includes a notable lack of examples of the wording “tubing ends” used to describe a type of building and framing product.  
Thus, this wording is not a common commercial term for building products, and could include items in other classes.
 
The March 23, 2016 email regarding the voluntary amendment also included a proposed amendment that suggested wording clarifying the type
of ends and members that would be appropriate for International Class 19.
 
Non-metal closure strips for channel members:  As set forth in the explanation provided with the February 29, 2016 email, this wording could
include items in other classes such as bands in International Class 22.  See attached entries for “binding” from the ID Manual attached to the



February 29, 2016 office action showing non-metal bands for binding in International Class 22.  Further, the nature of the goods described by
“strips” and “channel members” is unclear.
 
The attached evidence shows that closure strips can include items for filling gaps in roofing, strips used to close gaps in building panels, and for
decks.  See:  http://www.lowes.com (closure strips for roof panels), http://aviationbuildingsystem.com/resources/glossary-of-terms-aluminum-
coated-steel-anchor-bolts-assembly/glossary-c-column-component-continuous-beam-curtain-wall-covering (closure strip as “a resilient strip,
formed to the contour of ribbed panels and used to close openings created by ribbed panels joining other components), http://shop.onduline-
usa.com/collections/ondura-tuftex-accessories/product-type_closure-strip (closure strips for building panels), and
http://www.cordeck.com/metal-deck-products (decking and closure strips therefor). 
 
“Closure” means “the act of closing or the state of being closed," and "close" means "To fill or stop up, "to bar access to," and "to draw or bind
together the edges of."  See attached from the online American Heritage Dictionary .  Thus, the wording proposed by applicant could include a
variety of goods, including strips that join together different types of building materials, and bind together materials, such as those in the
International Class 22 entries from the ID Manual.
 

Sample Amended Identification
 
Applicant may adopt the following identification, if accurate:
 

International Class 6:  Building and framing accessory and installation components all made of metal, namely, nuts, bolts, screws,
washers for use as hardware, studs, hinges, springs for use as hardware, spring clips for use as hardware, pipe couplings, pipe clamps,
pipe rollers for use as hardware, pipe hangers, fender hooks for use as hardware, conveyor and trolley rollers for use as hardware, clamps,
brackets for use as hardware, tubing clips, and conduit and pipe risers; strut-type structural building and framing products, namely, rolled
and extruded continuous slot metal channels; sectional metallic building units and couplings, fittings, and connections therefor, adapted to
serve as framing and supporting members for temporary and permanent construction of buildings and other structures; metal electrical
and electronic installation products and accessory components, namely, cable trays and supports, conduits, bus duct and bus bar supports,
cable saddles and supports, bus bar clamps, bus duct connectors, and wiring stud nuts
 
International Class 9:  Electrical and electronic installation products and accessory components, namely, raceways, switch plates, outlets
and outlet plates, conduit connection fittings and connectors, outlet box connection fittings, fibre wire retainers in the nature of reels for
electrical wire, relay racks for mounting electrical equipment; electricity distribution console assemblies primarily comprised of
electricity distribution consoles and also including adjustable framing members adapted to installation of electronic equipment facing
members; electrical substation assemblies primarily comprised of electrical power stations and also including adjustable framing
members, brackets, and fittings adapted for mounting of electrical insulators
 
International Class 11:  Electrical and electronic installation products and accessory components, namely, fittings for fluorescent lighting
fixtures
 
International Class 17:  Building and framing accessory and installation components, namely, rubber washers
 
International Class 19:  Non-metal structural building and framing products sold as a system, primarily comprised of non-metal brackets
for building, non-metal coupling ends for rigid tubing, non-metal closure strips being parts for covering open sides of framing
channel bars, non-metal ducts, and non-metal door jambs; non-metal building and framing accessory components, namely, pipe
couplings and brackets for building, and riser supports for non-insulated conduit and pipe
 
International Class 20:  Non-metal building and framing components, namely, nuts, bolts, screws, hinges, springs for use as hardware,
spring clips for use as hardware, pipe clamps, pipe rollers for use as hardware, pipe hangers, fender hooks for use as hardware, conveyor
and trolley pulley rollers for use as hardware, clamps, and tubing clips

 
An applicant may only amend an identification to clarify or limit the goods and/or services, but not to add to or broaden the scope of the goods
and/or services.  37 C.F.R. §2.71(a); see TMEP §§1402.06 et seq., 1402.07.
 
For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable U.S.
Acceptable Identification of Goods and Services Manual at http://tess2.uspto.gov/netahtml/tidm.html.  See TMEP §1402.04.
 

Appeal Resumed
 
Upon issuance of this new final Office action, the application will be returned to the Board for resumption of the appeal.  See TBMP §1204;
TMEP §715.04(b).  Any further request for the trademark examining attorney to consider this application must be made via a request for remand
to the Board, for which good cause must be shown.  See TBMP §1204; TMEP §715.04(b). 
 

http://tess2.uspto.gov/netahtml/tidm.html


/April Roach/
Trademark Examining Attorney
Law Office 115
(571) 272-1092
april.roach@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: Unistrut International Corporation (mhall@kdbfirm.com)

Subject: U.S. TRADEMARK APPLICATION NO. 86230383 - U - 1532TUN04168

Sent: 4/5/2016 12:10:37 PM

Sent As: ECOM115@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 4/5/2016 FOR U.S. APPLICATION SERIAL NO. 86230383

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period.  Your response deadline will be calculated from 4/5/2016 (or sooner if specified in the Office action).  For information
regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System
(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application.  For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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